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DETAILED ACTION 

1. Claims 11-28 are withdrawn from further consideration pursuant to 37 CFR 1.142(b) as 
being drawn to a nonelected inventions, there being no allowable generic or linking claim. 
Election was made without traverse in Paper submitted August 18, 2003. 

2. Applicant's election without traverse of invention group I, claims 1-10, and compound 
101 13 as the elected species in Papers submitted August 18, 2003 and November 28, 2003 is 
acknowledged. 

3. The claims have been examined insofar as they read on the elected invention and species. 

Double Patenting Rejection 

4. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In reLongi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 

5 . Claims 1 - 1 0 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 16-20 of copending 
Application No. 09/880,125, in view of Kobayashi et al. ' 125 claims a method of protecting cell 
from oxidant, or treating patient with a pathological condition resulting from oxidant-induced 



toxicity by using pyridine substituted porphyrin. 
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6. '125 does not expressly teach for treating cancers, or employment of the particular 
compound, 10113. 

7. However, Kobayashi teaches that human cancer patient usually suffer from oxidative 
stress. Kobayashi et al. further teaches to employ superoxide dismutase mimetic for treating 
cancer patient to relieve the oxidative stress. 

Therefore, it would have been prima facie obvious to a person of ordinary skill in the art, 
at the time the claimed the invention was made, to use the claim method for treating cancer 
patient. 

A person of ordinary skill in the art would have been motivated to use the claim method for 
treating cancer patient because cancer patients are known to have oxidative stress and superoxide 
dismutase mimetic are known to be useful for treating cancer patient for relief of such oxidative 
stress. As to the employment of the particular compound, 101 13, it is seen to be a selection from 
amongst equally suitable material and as such obvious. Ex parte Winters 1 1 USPQ 2 nd 1387 (at 
1388) (R is ethyl group in 101 13 vs. R is C1-C8 in the claims of 4 125). 
This is a provisional obviousness-type double patenting rejection. 

Claim Rejections 35 U.S.C. 103 

8. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
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invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

10. Claims 1-10 are provisionally rejected under 35 U.S.C. 103(a) as being obvious over 
copending Application No. 09/880,125 which has a common assigned with the instant 
application, in view of Kobayashi et al. Based upon the earlier effective U.S. filing date of the 
copending application, it would constitute prior art under 35 U.S.C. 102(e) if published or 
patented. This provisional rejection under 35 U.S.C. 103(a) is based upon a presumption of 
future publication or patenting of the conflicting application. c 125 claims a method of protecting 
cell from oxidant, or treating patient with a pathological condition resulting from oxidant- 
induced toxicity by using pyridine substituted porphyrin. 

11. ' 125 does not expressly teach for treating cancers, or employment of the particular 
compound, 10113. 

12. However, Kobayashi teaches that human cancer patient usually suffer from oxidative 
stress. Kobayashi et al. further teaches to employ superoxide dismutase mimetic for treating 
cancer patient to relieve the oxidative stress. 
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Therefore, it would have been prima facie obvious to a person of ordinary skill in the art, 
at the time the claimed the invention was made, to use the claim method for treating cancer 
patient. 

A person of ordinary skill in the art would have been motivated to use the claim method 
for treating cancer patient because cancer patients are known to have oxidative stress and 
superoxide dismutase mimetic are known to be useful for treating cancer patient for relief of 
such oxidative stress. As to the employment of the particular compound, 101 13, it is seen to be a 
selection from amongst equally suitable material and as such obvious. Ex parte Winters 1 1 
USPQ 2 nd 1387 (at 1388) (R is ethyl group in 10113 vs. R is C1-C8 in the claims of '125). 

13. This provisional rejection might be overcome either by a showing under 37 CFR 1.132 
that any invention disclosed but not claimed in the copending application was derived from the 
inventor of this application and is thus not the invention "by another," or by a showing of a date 
of invention for the instant application prior to the effective U.S. filing date of the copending 
application under 37 CFR 1.131. For applications filed on or after November 29, 1999, this 
rejection might also be overcome by showing that the subject matter of the reference and the 
claimed invention were, at the time the invention was made, owned by the same person or 
subject to an obligation of assignment to the same person. See MPEP § 706.02(1)(1) and § 
706.02(1)(2). 

14. Claims 1-10 are directed to an invention not patentably distinct from claims 16-20 of 
commonly assigned application 09/880,125 for reasons discussed above. 

The U.S. Patent and Trademark Office normally will not institute interference between 
applications or a patent and an application of common ownership (see MPEP § 2302). 
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Commonly assigned application 09/880,125, discussed above, would form the basis for a 
rejection of the noted claims under 35 U.S.C. 103(a) if the commonly assigned case qualifies as 
prior art under 35 U.S.C. 102(f) or (g) and the conflicting inventions were not commonly owned 
at the time the invention in this application was made. In order for the examiner to resolve this 
issue, the assignee is required under 35 U.S.C. 103(c) and 37 CFR 1.78(c) to either show that the 
conflicting inventions were commonly owned at the time the invention in this application was 
made or to name the prior inventor of the conflicting subject matter. Failure to comply with this 
requirement will result in a holding of abandonment of the application. 

A showing that the inventions were commonly owned at the time the invention in this 
application was made will preclude a rejection under 35 U.S.C. 103(a) based upon the commonly 
assigned case as a reference under 35 U.S.C. 102(f) or (g), or 35 U.S.C. 102(e) for applications 
filed on or after November 29, 1999. 

15. Claims 1-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over Kobayashi et 
al. in view of Bloodsworth et al. 

16. Kobayashi et al. teaches that mimetic of superoxide dismutase are useful for treating 
human cancer patients. See, particularly, the abstract. 

17. Kobayashi et al. do not teach expressly to employ compound 10113 herein as the mimetic 
of superoxide dismutase. 

18. However, Bloodsworth et al. teaches that 10113 is a known superoxide dismutase 
mimetic. See, particularly the abstract. 
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Therefore, it would have been prima facie obvious to a person of ordinary skill in the art, 
at the time the claimed the invention was made, to employ 101 13 as the superoxide dismutase 
mimetic in the method for treating cancer patient as disclosed by Kobayashi et al. 
A person of ordinary skill in the art would have been motivated to employ 101 13 as the 
superoxide dismutase mimetic in the method for treating cancer patient as disclosed by 
Kobayashi et al. because 101 13 is a known super oxide dismutase mimetic. The employment of 
101 13 as superoxide dismutase mimetic is seen to be a selection from amongst equally suitable 
material and as such obvious. Ex parte Winters 11 USPQ 2 nd 1387 (at 1388). 

19. Claims 1-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over Wheelhouse 
et al. (US 6,087,493, IDS). 

20. Wheelhouse teaches a method of treating cancer by using various porphyrin compounds, 
which have four aromatic substituents. The aromatic substituent may be pyridine with a N-alkyl 
group. Therefore the porphyrines disclosed by Wheelhouse encompass 10113 herein. Particular 
example disclosed by Wheelhouse include tetra(N-methyl-4-pyridyl)porphyrine. See, 
particularly, the abstract, and the claims. 

2 1 . Wheelhouse does not teach expressly the employment of 1 0 1 1 3 . 

However, it would have been prima facie obvious to a person of ordinary skill in the art, 
at the time the claimed the invention was made, to employ 101 13 as the porphyrin in the method 
for treating cancer as disclosed by Wheelhouse et al. 

A person of ordinary skill in the art would have been motivated , to employ 101 13 as the 
porphyrin in the method for treating cancer as disclosed by Wheelhouse et al.because 101 13 is 
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with the scope disclosed by Wheelhouse. The employment of 101 13 as porphyrin compound 
herein is seen to be a selection from amongst equally suitable material and as such obvious. Ex 
parte Winters 11 USPQ2 nd 1387 (at 1388). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Shengjun Wang, Ph.D. whose telephone number is (571)272- 
0632. The examiner can normally be reached on Monday-Friday from 8:30 to 5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sreeni Padmanabhan, can be reached on (571)272-0629. The fax phone number for 
the organization where this application or proceeding is assigned is (703) 872-9302. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (571) 272-1600. 




J WANG 
TWINER 



February 16, 2004 



